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REMARKS 


The Examiner has objected to the drawings. Such objection has been overcome with the 
amendments made to drawings submitted herewith. 

The Examiner has rejected Claims 1, 2-6, 8, 10-17, 19, 21-23 and 26-29 under 35 U.S.C. 
103(a) as being upatentable over Duer (U.S. Patent No. 5,429,377) in view of Mencarelli 
et al. (U.S. Patent No. 5,348,360) and Jaffri (U.S. Patent No. 6,449,794). Applicant 
respectfully disagrees with such rejection and brings to the Examiner’s attention the 
inclusion of the subject matter of Claim 27 into independent Claims 1, 2 and 13 
respectively. 

The Examiner has stated that it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to modify the shopping cart grip sanitary 
cover system of Duer with the replaceable cushioned gripping device for the handle 
having a non-adhesive layer as taught by Mencarelli et al. in order to protect the adhesive 
layer before the cover covering the cart handle. Applicant respectfully disagrees with 
such assertion. 

The Examiner is attempting to combine non-analogous art. To simply glean such 
a non-adhesive covering feature from the art of a cushioned gripping device for selective 
attachment to the elongated handle of a tool, such as that in Mencarelli, and combine the 
same with concepts from the non-analogous art of a shopping cart grip sanitary cover. 
such as that in Duer, would simply be improper. A cushioned gripping device for 
attachment to the handle of a tool is utilized for comfort and greater ease in using the 
tool, while the shopping cart grip sanitary covers are utilized for protecting the shopping 
cart’s many users from transferring germs to one another via the shopping cart handle. 

The Examiner has also stated that it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify the shopping cart grip 
sanitary cover system of Duer with addition of non-adhesive member coupled multiple 
layers as taught by Jaffri in order to facilitate easy removable of the multiple layers. 
Applicant respectfully disagrees with such assertion. 


PAGE 10/14 * RCVD AT 9/9/2004 4:36:48 PM [Eastern Daylight Time] ’ SVR:USPTO-EFXRF-1/1 * DNIS:8729306 * CSID:408 971 4660 * DURATION (mm-ss):04-32 



Sep 09 04 12:45p 


SV IPG 


408 971 4660 


p. 1 1 


- 8 - 

Again, the Examiner is attempting to combine non-analogous art Duer relates to 
a shopping cart sanitary cover while Jaffri relates to a micro-debris roller . To simply 
glean features from micro-debris rollers and combine the same with the non-analogous 
art of shopping cart sanitary covers would simply be improper. The micro-debris roller 
of Jaffri is utilized for cleaning surfaces while the shopping cart sanitary cover of Duer is 
utilized for protecting the shopping cart’s many users from transferring germs to one 
another via the shopping cart handle. The micro-debris roller merely picks up debris on 
surfaces by rolling an adhesive surface over another contaminated surface while the 
shopping cart sanitary cover provides a protective barrier between the user and the 
publicly used shopping cart handle. 

In order to rely on a reference as a basis for rejection of an applicant's invention, 
the reference must either be in the field of applicant's endeavor or, if not, then be 
reasonably pertinent to the particular problem with which the inventor was concerned. In 
re Oetiker, 977 F.2d 1443, 1446, 24 USPQ2d 1443, 1445 (Fed. Cir. 1992). See also In re 
Deminski, 796 F.2d 436, 230 USPQ 313 (Fed. Cir. 1986); In re Clay, 966 F.2d 656, 659, 
23 USPQ2d 1058, 1060-61 (Fed. Cir. 1992) In view of the vastly different types of 
problems a cushioned gripping device for attachment to the handle of a tool addresses as 
opposed to a shopping cart grip sanitary cover, the Examiner’s proposed combination 
between Duer and Mencarelli is inappropriate. Also, in view of the vastly different types 
of problems a micro-debris roller addresses as opposed to a shopping cart sanitary cover, 
the Examiner’s proposed combination between Duer and Jaffri is inappropriate. 

The Examiner is also attempting to combine references, namely Duer and 
Mencarelli, wherein the modification of Duer destroys the intent, purpose and function of 
the invention disclosed by Duer. Duer discloses, “When the sanitary covering 95 is 
removed from the handle 103, the top secondary sanitary covering can be stripped from 
the bottom and disposed of. The sanitary covering 95 can then be carried in a pocket, a 
purse, a shopping bag, or the like without risk of contamination.” (Column 12 lines 51- 
56) This disclosure in Duer clearly suggests a portable sanitary cover. To emphasize 
this, Duer goes on to disclose “magnetic strips.. .for the adherent interaction or 
attraction... to hold the sanitary covering about the handle of the hand-propelled cart.” 
(Column 12 lines 58-60) The disclosure in Mencarelli relied on by the Examiner on the 
other hand teaches, “The pad can be mounted by means of a layer of pressure sensitive 
adhesive material in which instance, a releasable backing sheet may overlie the layer of 
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adhesive material.” This clearly suggests a non-portable adhesive that attaches the 
cushion to the tool. 

If the non-portable adhesive of Mencarelli were to be combined with Duer’s 
sanitary covering, Duer’s intent, purpose and function of a portable sanitary covering 
would be destroyed. Thus, any attempt to combine the cushioned gripping device of 
Mencarelli with the sanitary cover of Duer would modify the intended respective function 
of the sanitary covering, and is thus improper. In re Gordon , 733 F.2d 900, 221 USPQ 
1125 (Fed. Cir. 1984) 

Further, the Examiner relies on prior art, specifically Duer, that teaches away 
from applicant’s claimed invention. As stated above, Duer discloses a portable sanitary 
covering that can be “removed from the handle” and “carried in a pocket” (Column 12 
lines 58-60), while applicant claims, “[W]hereby...the non-adhesive covering is 
removable for attachement of the adhesive of the bottommost layer to the grip of the 
shopping cart... .” (See all independent claims) Clearly Duer’s teaching of a portable 
sanitary cover teaches away from applicant’s claimed sanitary cover that is adhered to the 
shopping cart grip. In re Hedges, 783 F.2d 1038, 228 USPQ 685 (Fed. Cir. 1986). 

Regarding the subject matter of Claim 27, presently incorporated into each of the 
independent claims, the Examiner states, “Duer discloses the layer having sufficient 
thickness and durability to offer complete temporary protection from contact with the 
handle of the shopping cart and a combined flexibility and resiliency that will allow the 
cover to be easily and conveniently wrapped and secured to the handle. Therefore, the 
thickness of each layer is less than 1/16... .” Applicant respectfully disagrees with the 
Examiner’s above conclusion. 

Specifically, applicant respectfully asserts that Duer does not disclose a sanitary 
cover which includes layers that could be less than 1/16 of an inch. Although Duer does 
disclose, “[S] ingle sheets of material such as paper or plastic having sufficient thickness 
and durability to offer complete temporary protection from contact with the handles of 
hand-propelled carts and having sufficient flexibility and resiliency to allow them to be 
easily and conveniently secured about such cart handles”, it does not even come close to 
specifically suggesting that the layers could be “less than 1/16 of an inch” as claimed by 
applicant. Applicant asserts that “sufficient thickness” and “sufficient flexibility” do not 
suggest utilizing extremely thin layers, such as those less that 1/16 of an inch, for 
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purposes such as being able to maintain significantly more layers within the sanitary 
cover, and thus significantly more uses of the sanitary cover, without increasing the bulk. 
Again, applicant respectfully emphasizes that Duer does not disclose, teach or even 
suggest layers that are less than 1/16 of an inch. 

To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in the references themselves or 
in the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 
must teach or suggest all the claim limitations. The teaching or suggestion to make the 
claimed combination and the reasonable expectation of success must both be found in the 
prior art and not based on applicant’s disclosure. In re Vaeck, 947 F.2d 488, 20 USPQ2d 
1438 (Fed.Cir.1991). Applicant respectfully asserts that at least the first and third 
elements of the prima facie case of obviousness have not been met for the reasons stated 
hereinabove. 

In the event a telephone conversation would expedite the prosecution of this 
application, the Examiner may reach the undersigned at (408) 505-5100. If any fees are 
due in connection with the filing of this paper, then the Commissioner is authorized to 
charge such fees to Deposit Account No. 50-1351 (Order No. PET1P005). 


Respectfully submitted, 
Zilka^otaWPC 
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